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Office Action Summary 


Application No. 

09/023,672 


Examiner 

Justin T. Darrow 


Applicant(s) 
SCHEIDT ETAL 


Art Unit 

2132 


- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 19 April 2004 . 
2a)D This action is FINAL 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-69 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5® Claim(s) 1-65 is/are allowed. 

6) E3 Claim(s) 66-69 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 19 February 2003 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 


3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 


Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) G Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 


4) n Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) CD Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 


U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1-04) 
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DETAILED ACTION 

1 . Claims 1 -69 have been examined. 

Priority 

2. Acknowledgment is made that the instant application claims the benefit of provisional 
Application No. 60/039,696, filed 02/13/1997. 

Drawings 

3. This application has been filed with informal drawings which are acceptable for 
examination purposes only. Formal drawings must be made in reply to this Office action. See 
37 CFR 1.85(a). 

Response to Arguments 

4. In view of the appeal brief filed on 02/1 4/200 1 , PROSECUTION IS HEREBY 
REOPENED. New grounds of rejection are set forth below. 

To avoid abandonment of the application, appellant must exercise the following option: 
file a reply under 37 CFR 1.1 1 1 (if this Office action is non-final) or a reply under 37 
CFR 1.113 (if this Office action is final). 


Terminal Disclaimer 

5. The terminal disclaimer filed on 04/19/2004 disclaiming the terminal portion of any 
patent granted on this application which would extend beyond the expiration date of any patent 
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granted on Application No. 09/874,364 has been reviewed and is accepted. The terminal 
disclaimer has been recorded. 

6. The terminal disclaimer filed on 04/1 9/2004 disclaiming the terminal portion of any 
patent granted on this application which would extend beyond the expiration date of U.S. Patent 
No. 6,542,608 B2 has been reviewed and is accepted. The terminal disclaimer has been 
recorded. 

7. The terminal disclaimer filed on 04/1 9/2004 disclaiming the terminal portion of any 
patent granted on this application which would extend beyond the expiration date of U.S. Patent 
No. 6,608,901 B2 has been reviewed and is accepted. The terminal disclaimer has been 
recorded. 

8. The terminal disclaimer filed on 04/19/2004 disclaiming the terminal portion of any 
patent granted on this application which would extend beyond the expiration date of U.S. Patent 
No. 6,549,623 Bl has been reviewed and is accepted. The terminal disclaimer has been 
recorded. 


Claim Rejections - 35 USC § 101 

9. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

10. Claims 66-69 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. Claims 66-69 are drawn to a cryptographic key formed by the 
process of claim 35. Thus, claims 66-69 are drawn to information produced by a process. Very 
recently, the Court of Appeals for the Federal Circuit held that production of information is not 
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covered under 35 U.S.C. § 271(g) as product to have been made by a patented process. See 
Bayer AG v. Housey Pharm. Inc., 68 USPQ2d 1001, 1008 (Fed. Cir. 2003). Additionally, the 
Federal Circuit reasoned that a manufacture of 35 U.S.C. § 101 has the same scope as a product 
to have been made by a patented process of 35 U.S.C. § 271(g). See id. at 1005. Therefore, a 
cryptographic key as a product of information is not in the statutory class of a manufacture of 35 
U.S.C. § 101. 


Allowable Subject Matter 

1 1 . Claims 1-65 are allowed. 


Telephone Inquiry Contacts 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Justin T. Darrow whose telephone number is (703) 305-3872 and 
whose electronic mail address isjustin.darrow@uspto.gov. The examiner can normally be 
reached Monday-Friday from 8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gilberto Barron, Jr., can be reached at (703) 305-1830. 

The fax number for Formal or Official faxes to Technology Center 2100 is (703) 872- 
9306. In order for a formal paper transmitted by fax to be entered into the application file, the 
paper and/or fax cover sheet must be signed by a representative for the applicant. Faxed formal 
papers for application file entry, such as amendments adding claims, extensions of time, and 
statutory disclaimers for which fees must be charged before entry, must be transmitted with an 


Application/Control Number: 09/023 5 672 Page 5 

Art Unit: 2132 

authorization to charge a deposit account to cover such fees. It is also recommended that the 
cover sheet for the fax of a formal paper have printed "OFFICIAL FAX". Formal papers 
transmitted by fax usually require three business days for entry into the application file and 
consideration by the examiner. Formal or Official faxes including amendments after final 
rejection (37 CFR 1.116) should be submitted to (703) 872-9306 for expedited entry into the 
application file. It is further recommended that the cover sheet for the fax containing an 
amendment after final rejection have printed not only "OFFICIAL FAX" but also 
"AMENDMENT AFTER FINAL". 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 305-3900. 


June 14, 2004 


JUSTIN T. DARROW 
PRIMARY EXAMINER 
TECHNOLOGY CENTER 2100 


